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Period for Reply th the com ^Pondence address » 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO pypioc 

THE MAILING DATE OF THIS COMMUMCATION. — " M ° NTH(S) FR0M 

- Extensions of time may be available under the provisions of 37 CFR 1 1 1fi t»\ i 
mailing date of this communication. l8) ' no everrt ' however, may a reply be timely filed after SIX (6) MONTHS from the 

- If the period for reply specified above is less than thirty nnt l - , • 

• « NO period for rep* h » ^ " j^A^^* ^ ™ °' *"* 130) ^ «*■ be considered t™,. 

- Fa,lure to reply within the or extended period for renh, ^IT^TLZ^Z T "T™ SIX ,6 > M0NTHS *-» the mailing date of this communication 

- Any reply receded by the Off fee later then three nx-ntTrter'the mS drf^f ,h° t0 ^ ABAND0NE ° »« «-8.C. 5 1 33). 
earned patent term adjustment. See 37 CFR 1 .704(b) commun,catK>n, even if timely filed, may reduce any 

Status 

1 ) K Responsive to communication(s) filed on Mar 20. 2003 

2a) □ This action is FINAL. 2hlfyl Thic • *• , 

'"W l his action is non-final. 

3) □ Since this application is in condition for allowance exceot f nr f nr ma . m „*♦ 

Cosed in accord *. p , actice un*?a^Sw»! «05 C D Tl ■ 463 0 G213 '° ** * 

Disposition of Claims M ' 4W u,u 213 - 

4) 53 Claim(s) 1-60 



is/are pending in the application. 



4a) Of the above, claim (s) 2-5, 7 7 72 74 7/? n iqoo on*-, ^ r-^ 
5) D C|ajm(s) -^J^UIJT^^^ js/are wjthdrawn from consjderatjon 



^ Claim(s) 1 ' 6 -1°> 13 - 15 - i* ™ " ™ fff rmrQI 

7) K Claim(s) 2/5-25 a/?tf 51-53 

8) D Claims 



_ is/are allowed. 
_ is/are rejected. 
_ is/are objected to. 



Application Papers 

9)D The specification is objected to by the Examiner. 



are subject to restriction and/or election requirement. 



10)D The drawing(s) filed on 



is/are a) □ accepted or b)D objected to by the Examiner. 



1 1 )□ tZT" 7r reqU6St ° bieCti0n t0 draWing(S ' bS h6,d in abe Vance. Sea 37 CFR 1 85 ,a] 

1 1 )U The proposed drawing correction filed on iq . a , n . , „n 

1 2)U The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 " a A rr 9 r? t 01 8 * m ,o ' ,o,ei9n ^ under 35 u - sc - s - «. 

aiu All b)U Some* c)D None of: 

1 • □ Certified copies of the priority documents have been received 
2. □ Certified copies of the priority documents have been received in App.ication No. 

•See the 

See t e attached detailed Office action for a list of the certified c^es not' received. 
U,U A Ck wledgemem js mgde Qf g c|a . m ^ ^^^^ prjorjty ^ ^ ^ 

1 6JD Ac k nVT n H ,ati0n ° f f ° rei9n ' an9Uage Pr0ViSi0nal application ^ received. ' 

96ment " " 8 C ' aim ^ ™ ^ 35 ^ "120 and/or U, 

1) Q Notice of References Cited (PT0-892) r-i 

« □ — of Oraftsperson, Paten, orewin,,^^^ □ Sumrna. (PT a 413 , Paper No,,,. 

3. □ .nfo^n D ^ uro Statement(9) ^ ^ * ° £ - ^ (PTCM52) 
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1) Claims 1 to 60 are pending in the instant application. Claims 1 to 26 have been 
amended and claims 27 to 60 have been added as requested by Applicant in Paper Number 1 7, 
filed 20 March of 2003. 



2) A request for continued examination under 37 CFR 1 . 1 14, including the fee 



set 



forth in 37 CFR 1 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 . 1 14, and the fee set forth in 37 CFR 1 . 1 7( e ) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1 1 R Applicant's submission filed on 20 March of 2003 has been entered. 

3) Any objection or rejection of record which is not expressly repeated in this action 
has been overcome by Applicant's response and withdrawn. 

4) The text of those sections of Title 35 US fnrlp nn t i n .i,^ a • u.- 

imc jj, u.a. i^oae not included in this action can be 

found in a prior Office action. 

5) Claims 2 to 5, 14, 30 to 47 and 55 to 60 are withdrawn from further consideration 
pursuant ,„ 37 CFR 1.142(b), as being drawn to a nonelected tavention, .here being no aflowable 
generic or .inking claim. Appiican, ,i m e, y traversed the restriction (election) requiremem i„ Paper 
No. 10. 

6) Clau n sll,12,16,17andl9to23arewithdrawnrrornfurtherconsideration 
pursuant ,„ 37 CFR 1.142(b), as being drawn to a nonefected sp^ies, there being no ailowable 

generic or bnldng claim. Applicant titnely traversed the restriction (election) requirement in Paper 

No. 12. 
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7) The instant specification does not comply with 37 C.F.R. § 1 .82 1 (d) which 
requires a reference to a particular sequence identifier (SEQ ID NO:) be made in the specification 
and claims wherever a reference is made to that sequence. The instant specification refers to the 
amino sequence "GGGGS" numerous times without employing the required sequence identifier. 
Correction is required. See M.P.E.P. 2422.03. 

8) Applicant is advised that should claim 29 be found allowable, claim 54 will be 
objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other as 
being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

9) Claims 6 to 8 stand rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention for those reasons of record as applied to claims 1, 6 to 13 and 15 to 25 in section 7 of 
Paper Number 1 1 and claims 6 to 8 in section 6 of Paper Number 14. As stated and repeated 
therein, a critical element of the disclosed invention is the requirement that each member of a pair 
of interacting proteins be fused to one member of a pair of complementary P-galactosidase 
mutants. This critical feature is lacking from the instant claims. Applicant's traversal of this 
rejection on the premise that the critical elements are provided by the instant specification and a 
general knowledge of the art completely ignores the basis upon which this rejection was made. 
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10) Claims 1, 6 to 10, 13, 15, 18, 24, 25, 29, 48 to 50 and 54 stand rejected under 35 
U.S.C. 103(a) as being unpatentable over the Blau et al. patent (6,342,345 Bl) in view of the 
Barak et al. patent (5,891,646, cited by Applicant) the Kovoor et al. publication ( J. Biol Chen, 
274(ll):6831-6834, 12 Mar. 1 999, cited by Applicant), the Gurevich et al. '95 publication (I 
BiQl - Chem 270(2):720-73 1, 13 Jan. 1995, cited by Applicant) and the Gurevich et al. '97 
publication (MiOkrnL 51:161-169, 1997) for those reasons of record as applied to claims 1, 6 
to 10, 13, 15, 18, 24 and 25 in section 10 of Paper Number 12 and section 7 of Paper Number 14. 
Applicant's arguments in traversal of this rejection essentially repeat those arguments of record 
which were answered section 7 of Paper Number 14. 

1 1) Claims 26 to 28 and 5 1 to 53 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the limitations 
of the base claim and any intervening claims. Whereas the text in line 49 of column 1 1 of Blau et 
al. described the use of a linker to join a binding partner to one of the complementary P- 
galactosidase mutants described therein, the art of record did not disclose any advantage to 
employing the specific linker recited in the instant claims in the construction of such a fusion 



protein. 



12) Applicant's arguments filed 20 March of 2003 have been fully considered but they 
are not persuasive for those reasons given above. 

«h„ M C0 T nc L ernin S this communication or earlier communications from the examiner 

snould.be directed to John D. Ulm whose telephone number is (703) 308-4008 The examiner 
can normally be reached on Monday through Friday from 9:00 AM to 5 30 PM 



Application/Control Number: 09/759,152 



Page 5 



Art-Unit: 1646 



offlcia, eszzss? c y ™ tn d 16 b :,! r r ? ^ 3 r 242 ° r (7o3 » 872 - 93 ° 6 - 

f c» uiiucr j ' vy.r.K.. 5 l.llo should be directed to (703) 872-9307 
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